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The instant Office action is in response to Applicants' remarks received November 7, 
2007. Claims 3-9 are canceled. Newly submitted claims 1 1-14 are directed to an invention that 
is independent or distinct from the invention originally claimed for the following reasons: claims 
1 1-14 are drawn to a different method than the originally examined invention, because it has 
different steps and endpoints. Since applicant has received an action on the merits for the 
originally presented invention, this invention has been constructively elected by original 
presentation for prosecution on the merits. Accordingly, claims 1 1-14 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

Claims 1-2, 10-14 are currently under examination. 

Applicants' arguments have been fully considered and are deemed to be persuasive to 
overcome some of the rejections previously applied. Rejections and/or objections not reiterated 
from previous Office actions are hereby withdrawn. 

Priority: The priority date is July 19, 2002. 

Objections and Rejections 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-2, 10 are rejected under 35 U.S.C. 102(b) as being anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Bringe (WO 0019839; IDS 05/08/08). 
Bringe discloses a method for preparing a dry P-conglycinin protein composition comprising a P- 
conglycinin content greater than 40%, the method comprising a heat treatment step, wherein the 
heat treatment step is selected from 80-90°C or 120-154°C, lowering the pH to precipitate 
protein, recovering a portion of the precipitated protein, adjusting the pH of the protein mixture 
to between pH 6.7-7.2, and then drying the P-conglycinin mixture (p. 65-66). In Example 8, 
Bringe discloses SPI (soy protein isolate) suspensions were prepared at 7% protein and adjusted 
to pH 5.6 using dilute HC1 (p. 54 lines 1-6). The SPI suspension at pH 5.6 was heated to 90°C 
(p. 54, table 16) and then lowered to 20°C (p. 54 lines 12-13). The temperature range of 120- 
154°C, as noted above by Bringe, is an alternative temperature that can be used in the heat 
treatment step and is an acceptable sterilization temperature. Bringe does not explicitly teach an 
ionic strength of less than 0.2. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to recognize that the ionic strength disclosed by Bringe (3.5% NaCl) can be adjusted 
accordingly, to a pH strength of less than 0.2, during the heat treatment step (claims 1-2, 10). It 
would be reasonable for one of ordinary skill to recognize that the differences in the ionic 
strength of the heating step can be arrived at by the normal desire of scientists to improve upon 
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what is already known and which provides the motivation to determine where in a disclosed set 
of percentage ranges is the optimum combination of percentages (MPEP 2144.05). 

In their remarks, Applicants assert the Bringe reference fails to disclose or suggest the 
limitation of an ionic strength of less than 0.2, as set forth in amended claim 1 . Applicants 
further assert that Bringe discloses 3.5% NaCl, which corresponds to an ionic strength of 0.58. 
Also, the Bringe reference does not disclose the effect of the present invention, i.e. reducing the 
hydration property and high viscosity of a solution of P-conglycinin protein, as set forth in new 
claims 11-14. Applicant's arguments have been fully considered but they are not persuasive. 

Firstly, Applicants did not provide a reliable document and/or support of the position that 
3.5% NaCl has an ionic strength of 0.58. Also, it is known that ionic strength is a function of 
pH. Therefore, 3.5% NaCl at different pH ranges would have different ionic strengths. 

Further, as noted in MPEP 2144.05, "[W]here the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 
(CCPA 1955). In this instance, Bringe discloses a method of producing dry P-conglycinin 
protein which encompasses the elements as recited in claim 1 , except for the ionic strength. 
However, as noted above, it would be reasonable for one of ordinary skill to recognize that the 
differences in the ionic strength of the heating step can be arrived at by the normal desire of 
scientists to improve upon what is already known and which provides the motivation to 
determine where in a disclosed set of percentage ranges is the optimum combination of 
percentages (MPEP 2144.05). 
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No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marsha M. Tsay whose telephone number is (571)272-2938. The 
examiner can normally be reached on M-F, 9:00am-5 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Kathleen Kerr Bragdon can be reached on 571-272-093 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Maryam Monshipouri/ 

Primary Examiner, Art Unit 1656 
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